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1 REMARKS 

2 

3 At the time of the Examiner's Answer dated March 1 8, 2010, claims 1-15 were pending 

4 and rejected in this application. 
5 

6 Claims 1-9 are Rejected under 35 U.S.C. $ 101 

7 The Examiner asserted that the claimed invention, as recited in claims 1-9, fails to meet 

8 the requirements of 35 U.S.C. § 101. This rejection is respectfully traversed. 
9 

10 Claim 1 

1 1 Independent claim 1 , as amended, recites a computer-readable storage medium having 



12 stored thereon a composite, multi-tier service level agreement (SLA) data structure and the data 

13 structure comprises data objects. A computer-readable storage medium is a device/apparatus and 

14 meets the requirements of 35 U.S.C. § 101 . 
15 



16 Claim 4 

17 Independent claim 4 is directed to a " method , within a computer hardware device, of 

18 constructing a composite, multi-tier service level agreement " (emphasis added). 35 U.S.C. § 

19 101 states that: 

20 Whoever invents or discovers any new and useful process, machine, 

21 manufacture, or composition of matter, or any new and useful improvement 

22 thereof, may obtain a patent therefor, subject to the conditions and requirements 

23 of this title. 
24 
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1 Within In re Bilski , 545 F.3d 943 (Fed. Cir. 2008) (en banc), the Federal Circuit 

2 "[clarified] the standards applicable in determining whether a claimed method constitutes a 

3 statutory 'process' under § 101 ." The Federal Circuit framed the issue as to whether a claimed 

4 method constitutes a statutory process as follows: 

5 The true issue before us then is whether Applicants are seeking to claim a fundamental 

6 principle (such as an abstract idea) or a mental process. And the underlying legal question thus 

7 presented is what test or set of criteria governs the determination by the Patent and Trademark 

8 Office ("PTO") or courts as to whether a claim to a process is patentable under § 101 or, 

9 conversely, is drawn to unpatentable subject matter because it claims only a fundamental 
1 0 principle. 

11 

12 At the outset, Applicants note that the Examiner has neither alleged nor provided any substantial 

13 evidence to support a finding that claim 4 attempts to claim either a fundamental principle or a 

14 mental process. Therefore, the Examiner's has failed to set forth a prima facie case under 35 

15 U.S.C. §101. 



16 

17 Notwithstanding the Examiner's failure to set forth a prima facie case, Applicants note 

1 8 that claim 4 is directed to a method within a computer hardware device of constructing a 

19 composite, multi-tier service level agreement. The Examiner, however, has failed to set forth a 

20 claim construction for the phrase "computer hardware device" or "composite, multi-tier service 

21 level agreement." "[C]laim construction ... is an important first step in a § 101 analysis." In re 

22 Bilski , 545 F.3d 943 (Fed. Cir. 2008) (en banc). During patent examination, the pending claims 

23 must be "given their broadest reasonable interpretation consistent with the specification." In re 

24 Hyatt , 211 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000). The broadest reasonable 

25 interpretation of the claims must also be consistent with the interpretation that those skilled in the 

26 art would reach. In re Cortright 165 F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir. 1999). 

27 The words of the claim must be given their plain meaning unless the plain meaning is 

28 inconsistent with the specification. In re Zletz . 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. 

8 
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1 Cir. 1989). "[T]he ordinary and customary meaning of a claim term is the meaning that the term 

2 would have to a person of ordinary skill in the art in question at the time of the invention, i.e., as 

3 of the effective filing date of the patent application." Phillips v. AWH Corp. , 415 F.3d 1303, 

4 1313, 75 USPQ2d 1321, 1326 (Fed. Cir. 2005) (en banc ). 
5 

6 Applicants' position is that the broadest reasonable interpretation, consistent with 

7 Applicants' specification and consistent with the meaning that one skilled in the art would reach, 

8 of the term "computer hardware device" is a particular type of computer device capable of 

9 constructing a composite, multi-tier service level agreement (SLA). Additionally, referring to 

10 page 5, lines 5-6 of Applicants' disclosure, it is stated that the "composite, multi-tier SLA can be 

1 1 exposed to a customer over a data communication network " (emphasis added). By definition, a 

12 data communication network communicates data over a network. Thus, what is received by the 

13 customer is a particular type of functional data structure, and therefore, the composite, multi-tier 

14 SLA is a functional data structure. 
15 

16 Based upon the above-claim construction, claim 4 is clearly not a mental process since 

17 claim 1 is being performed with a device. The only other issue that need be addressed is whether 

18 or not "[Applicants'] claim recites a fundamental principle and, if so, whether it would pre-empt 

19 substantially all uses of that fundamental principle if allowed." Biliski at . The Examiner has 

20 not alleged that claim 1 is directed to a fundamental principle or even characterized what that 

21 "fundamental principle" might be. Thus, there is no need to determine if claim 1 preempts 

22 substantially all uses of the (unidentified) fundamental principle. 
23 
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1 However, should the Examiner put forth substantial evidence to establish that claim 4 

2 recites a fundamental principle, the Federal Circuit within In re Bilski looked to the following 

3 test to determine whether a process claim is narrowly tailored so as to not preempt all uses of the 

4 fundamental principle: 

5 A claimed process is surely patent-eligible under § 101 if: (1) it is tied to a particular machine or 

6 apparatus, or (2) it transforms a particular article into a different state or thing. 



7 

8 Thus, the machine-or-transformation test is a two-branched inquiry - a method claim satisfies 35 

9 U.S.C. § 101 by being tied to a particular machine or transforming an article. Gottschalk v. 
10 Benson, 409 U.S. 63,70 (1972). 

11 



12 As to the second branch, the Examiner asserted the following in the paragraph spanning 

13 pages 3 and 4 of the Fourth Office Action: 

14 Here claims fail to meet the above requirements since there is not a sufficient tie to 

1 5 another statutory class (2) transformation, and thus is directed to nonstatutory subject matter. Even 

1 6 though, the preamble has amended to "A method, within a com p uter hardware device", t he steps 

17 (such as combining....; arranging..." in the critical function/bodies of the claims need to be tied to a 

18 statutory or a particular machine. Insertion of the use of another statutory class (computer) such as 

19 "computer-implemented" or "using a computer" features in the preamble and the critical 

20 functions/bodies of the claims would overcome the rejections. 
21 

22 Although the Examiner asserts there "is not a sufficient tie to another statutory class," the 

23 Examiner has produced no legal analysis, supported by case law, for this assertion. To be 

24 "surely patent-eligible," the process needs to be tied to a particular machine. As claimed, the 

25 method is performed within a computer hardware device and manipulates a functional data 

26 structure. Additionally, as claimed, other functional data structures are created, combined, and 

27 arranged, which are not possible without the use of a computer device. Thus, at the very least, 

28 the limitations of claim 4 are tied to a particular machine (e.g., a computer device capable of 

29 performing the functions of manipulating these particular types of functional data structures) 
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1 since not all machines or all computer devices are so capable. Therefore, claim 4 is directed to 

2 statutory subj ect matter under 35U.S.C. §101. 
3 

4 The Examiner's assertions on page 17 of the Examiner's Answer is non-responsive. As 



5 already discussed, the claimed process is tied to a particular machine. Moreover, the Examiner 

6 has failed to produce any evidence to support a finding that (i) claim 4 attempts to claim either a 

7 fundamental principle or a mental process or (ii) claim 4 can be performed without the use of a 

8 particular machine. The Examiner's citation of case law regarding preambles is unaccompanied 

9 by any analysis that establishes that preamble at issue "merely recites the purpose of a process." 
10 On the contrary, the preamble limits the operation of the process to a particular machine. 

11 



12 For the above-described reasons, Applicants respectfully solicit withdrawal of the imposed 

1 3 rejection of claims 1 -9 under 35 U.S.C. § 1 0 1 . 
14 

15 Claims 1-3 are Rejected under 35 U.S.C. § 103 for Obviousness Based upon 

16 Chen et al., U.S. Patent Publication No. 2002/0147828 (hereinafter Chen), in view 

17 of Applicants' Admitted Prior Art (hereinafter the Admitted Prior Art) 

18 On pages 9-11 of the Examiner's Answer, the Examiner concluded that one having 

19 ordinary skill in the art would have considered the claimed invention to be obvious in view of 

20 Chen and the Admitted Prior Art. This rejection is respectfully traversed. 
21 

22 On October 10, 2007, the Patent Office issued the "Examination Guidelines for 

23 Determining Obviousness Under 35 U.S.C. 103 in View of the Supreme Court Decision in KSR 
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1 International Co. v. Teleflex Inc.," 72 Fed. Reg. 57,526 (2007) (hereinafter the Examination 

2 Guidelines). Section III is entitled "Rationales To Support Rejections Under 35 U.S.C. 103." 

3 Within this section is the following quote from the Supreme Court: "rejections on obviousness 

4 grounds cannot be sustained by merely conclusory statements; instead there must be some 

5 articulated reasoning with some rational underpinning to support the legal conclusion of 

6 obviousness." KSR Int'l Co. v. Teleflex Inc. . 127 S. Ct. 1727, 1741 (2007) (quoting In re Kahn, 

7 441 F.3d 977, 988 (Fed. Cir. 2006)). 
8 



9 Referring to the first column on page 57,529 of the Examination Guidelines for 

10 Determining Obviousness, the following is a list of rationales that may be used to support a 

1 1 finding of obviousness under 35 U.S.C. § 103: 

12 (A) Combining prior art elements according to known methods to yield 

13 predictable results; 

14 (B) Simple substitution of one known element for another to obtain 

15 predictable results; 

16 (C) Use of known technique to improve similar devices (methods, or 

1 7 products) in the same way; 

18 (D) Applying a known technique to a known device (method, or product) 

1 9 ready for improvement to yield predictable results; 

20 (E) "Obvious to try" - choosing from a finite number of identified, 

21 predictable solutions, with a reasonable expectation of success; 

22 (F) Known work in one field of endeavor may prompt variations of it for 

23 use in either the same field or a different one based on design incentives or other 

24 market forces if the variations would have been predictable to one of ordinary 

25 skill in the art; 
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1 (G) Some teaching, suggestion, or motivation in the prior art that would 

2 have led one of ordinary skill to modify the prior art reference or to combine prior 

3 art reference teachings to arrive at the claimed invention. 
4 

5 As admitted on page 1 8 of the Examiner's Answer, the Examiner is employing rationale 

6 (G). With regard to rationale (G), as discussed on page 57,534 of the Examination Guidelines, 

7 the following findings of fact must be articulated by the Examiner: 

8 (1) a finding that there was some teaching, suggestion, or motivation, 

9 either in the references themselves or in the knowledge generally available to one 

10 of ordinary skill in the art, to modify the reference or to combine reference 

1 1 teachings; 

12 (2) a finding that there was reasonable expectation of success; and 

13 (3) whatever additional findings based on the Graham factual inquiries 

14 may be necessary, in view of the facts of the case under consideration, to explain 

15 a conclusion of obviousness. 
16 

17 Referring to the paragraph entitled "Office Personnel as Factfinders" on page 57,527 of 

18 the Examination guidelines, the following was stated: 

19 Office personnel fulfill the critical role of factfinder when resolving the 

20 Graham inquiries. It must be remembered that while the ultimate determination of 

21 obviousness is a legal conclusion, the underlying Graham inquiries are factual. 

22 When making an obviousness rejection, Office personnel must therefore ensure 

23 that the written record includes findings of fact concerning the state of the art and 

24 the teachings of the references applied. In certain circumstances, it may also be 

25 important to include explicit findings as to how a person of ordinary skill would 

26 have understood prior art teachings, or what a person of ordinary skill would have 

27 known or could have done. Factual findings made by Office personnel are the 

28 necessary underpinnings to establish obviousness. 
29 



13 



Application No.: 10/677,876 



1 In Graham v. John Deere Co. . 383 U.S. 1, 148 USPQ 459 (1966), the Supreme Court set 

2 forth the factual inquiries that are to be applied when establishing a background for determining 

3 obviousness under 35 U.S.C. 103. These factual inquiries are summarized as follows: 

4 (A) Determine the scope and content of the prior art; 

5 (B) Ascertain the differences between the prior art and the claims at issue; 

6 (C) Resolve the level of ordinary skill in the pertinent art; and 

7 (D) Evaluate any indicia of nonobviousness. 



8 

9 However, in order to make a proper comparison between the claimed invention and the prior art, 

10 the language of the claims must first be properly construed. See In re Paulsen , 30 F.3d 1475, 

11 1479 (Fed. Cir. 1994). See also. Panduit Corp. v. Dennison Mfg. Co. . 810F.2d 1561, 1567-68 

12 (Fed. Cir. 1987) (In making a patentability determination, analysis must begin with the question, 

13 "what is the invention claimed?" since "[c]laim interpretation, . . . will normally control the 

14 remainder of the decisional process.") See Gechter v. Davidson . 116 F.3d 1454, 1460 (Fed. Cir. 



15 1997) (requiring explicit claim construction as to any terms in dispute). 
16 

17 Mischaracterization of Chen 

1 8 The Examiner relied upon Chen to teach the claimed "a plurality of service offerings." 



19 To be clear, as already noted above, page 3, lines 4-5 of Applicants' specification defines a 

20 "service offering" as "a collection of service components having pre-determined service level 

21 objectives." To teach the claimed "a plurality of service offerings," the Examiner cited 

22 paragraph [0017] of Chen and asserted that Chen discloses "offer different classes of service." 

23 Classes of service, however, do not teach the claimed plurality of service offerings. Notably 

24 absent from the Examiner's cited passage is any mention of a collection of service components 
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1 having pre-determined service level objectives. Thus, the Examiner has mischaracterized the 

2 scope and content of Chen. 
3 

4 Independent claim 1 further recites: 

5 a plurality of SLA data objects combined into a single, composite SLA 

6 structure , each of said plurality of SLA data objects corresponding to a specific 

7 one of said service offerings, said plurality of SLA data objects in said composite 

8 SLA data structure having hierarchical organization based upon dependencies 

9 between said service offerings , (emphasis added) 
10 

11 As to the underlined portions of the above-reproduced limitations, the Examiner asserted the 

12 following on page 9 of the Third Office Action: 

13 {see figures 5A-B and par. 0050 " intra-SLA /inter-SLA the different level of policies/service are 

14 combined to achieve SLA-enabled quality of service (QoS) inter- working or SLA -based End-to- 

1 5 End Qos Provisioning; and see figure 6claim 3 for the a service level agreement a hierarchical set 

16 of policies defines a quality of service}. 



17 

18 Applicants respectfully disagree with much of the Examiner's analysis. Figs. 5A-5B show 

19 multiple instances of Intra-Domain SLA negotiation and Inter-Domain SLA negotiation , but 

20 these cited figures do not appear to disclose a plurality of SLAs. Moreover, entirely absent from 

21 this passage is any mention of a single , composite SLA. Thus, the Examiner continues to 

22 mischaracterize the scope and content of Chen. 
23 

24 As claimed, a plurality of SLAs within the composite SLA have the hierarchical 

25 organization. The "hierarchical set of policies" identified by the Examiner do not refer to the 

26 plurality of SLAs in the composite SLA having a hierarchical organization. Instead, claim 3 of 

27 Chen, which was cited by the Examiner, states that "in which for a predetermined quality of 

28 service defined by a service level agreement a hierarchical set of policies are applied governing 
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1 the timing, prioritisation and rate of transmission of data of said data stream." Thus, Chen 

2 describes applying a hierarchical set of policies to a data stream based upon a predetermined 

3 quality of service defined by a service level agreement. Therefore, the Examiner has again 

4 mischaracterized the scope and content of Chen. 
5 

6 As claimed, the hierarchical organization is based upon "dependencies between said 

7 service offerings." As noted above, the Examiner identified "different classes of service" within 

8 Chen as teaching the claimed "plurality of service offerings." However, the Examiner's analysis 

9 regarding the hierarchical organization does not refer to the "classes of services." As such, the 
10 Examiner's analysis is internally inconsistent. 

11 



12 Mischaractcrization of differences between Chen and claims 

13 On page 9 of the Third Office Action and on page 6 of the Fourth Office Action, the 

14 Examiner asserted the following regarding the differences between Chen and claim 1 : 

15 CHEN ET AL disclose all the claim invention indicated above except for the service 

16 offerings (step a) including the internal and external service level objectives, (emphasis in 

1 7 original) 



18 

19 The Examiner is in error in several respects. First, as already noted above, Chen fails to teach 

20 many of the limitations for which the Examiner is relying upon Chen to teach. Thus, the 

21 Examiner has improperly omitted these limitations when identifying the differences between 

22 Chen and the claimed limitations. 
23 

24 Second, the Examiner's analysis only refers to the "plurality of services offerings ..." 

25 limitations. However, as illustrated above, the Examiner's analysis as to the "plurality of SLA 

26 data objects combined ..." limitations, the Examiner's analysis has omitted certain limitations. 
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1 Specifically, the Examiner's analysis entirely omits the limitations of "each of said plurality of 

2 SLA data objects corresponding to a specific one of said service offerings." Thus, the Examiner 

3 has not even addressed all of the claim limitations. 
4 

5 Third, the Examiner mischaracterizes the limitations not found in the "plurality of 

6 services offerings ..." clause. Whereas the Examiner refers to "internal and external service 

7 level objectives," the actual claim language recites " both internal use only service level 

8 objectives and external service level objectives." Thus, the claim limitations at issue do not just 

9 involve internal and external service level objectives, in isolation, as alleged by the Examiner. 

10 Instead, claim 1 recites that a service offering has both internal service level objectives and 

1 1 external level objectives. Therefore, for the reasons submitted above, the Examiner has 

12 mischaracterized the differences between Chen and the claims at issue. 
13 



14 Admitted Prior Art does not cure deficiencies of Chen 

15 Regarding the teachings of the Admitted Prior Art, the Examiner asserted the following 

16 in the paragraph spanning pages 9 and 10 of the Third Office Action: 

17 However, this feature has cited in the AAPA on par. 0008 disclose the well known the feature of 

18 generating the internal service level objective for view only of the service provider and external 

19 service level objective for the view of both the service provider and the customer in order for 

20 providing a complete service offering of the service level agreement (SLA) which is provided to 

2 1 customer. 
22 

23 As discussed above, the claimed limitations recites that the "service offerings [have] both 

24 internal use only service level objectives and external service level objectives" (emphasis added). 

25 The passages identified by the Examiner, however, fails to identify that a service offering has 

26 both types of service level objectives. 



27 
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1 Since the Examiner has mischaracterized the scope and content of Chen as to many 

2 limitations, and since the Admitted Prior Art fails to teach all of the limitations that the Examiner 

3 has admitted are not disclosed by Chen, even if one skilled in the art would have considered the 

4 combination of Chen and the Admitted Prior Art to be obvious, the resultant combination would 

5 not render, as obvious, the claimed invention. Specifically, the resultant combination would still 

6 fail to address all of the limitations recited in the claims. 
7 

8 



9 In responding to Applicants' arguments as to the claimed "a plurality of service 

10 offerings," the Examiner asserted the following in the second full paragraph on page 14 of the 

1 1 Fourth Office Action: 

12 CHEN discloses "different class of services" (par. 0017); multiple policies with different 

13 level (par. 0050, figure 5) and further CHEN Discloses "Policy is essentially a matter of allocating 

14 resources. It is the translation between terms (SLA;s) and the configuration details (resource 

15 allocations) necessary to produce those resource allocations that distinguishes policy management 

1 6 from configuration management" (par. 0055). As such, Examiner believe CHEN clearly discloses 

1 7 "plurality of service offerings". 



18 

19 The Examiner's sole analysis is simply to cite, word-for-word, from these passages and to 

20 conclude that "Examiner believe CHEN clearly discloses "plurality of service offerings." 

21 However, neither the Examiner's response nor the Examiner's three cited passages (i.e., 

22 paragraphs [0017], [0050], [0055] of Chen) refers to the claimed "a plurality of service 

23 offerings." As such, Applicants are unclear as to how the Examiner can make this conclusion. 

24 The Examiner has not specifically identified what specific feature corresponds to a particular 

25 service offering or explained why Chen teaches that a plurality of service offerings are disclosed. 

26 Moreover, the Examiner has not explained how these plurality of service offerings are found 

27 within the SLA. 
28 
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1 The Examiner's analysis refers to "multiple policies with different level." However, this 

2 does not correspond to the claimed "plurality of service offerings" since policies are not service 

3 offerings. 
4 

5 Although one of the Examiner's cited passages refers to terms within a SLA, the 



6 Examiner has failed to explain how the Examiner takes a teaching of generic term within a SLA, 

7 and from this teachings, obtains a teaching of the claimed "a plurality of service offerings." 

8 Findings of fact must be based upon substantial evidence. However, the Examiner's findings do 

9 not meet that standard. 
10 



11 



12 Referring to the paragraph spanning pages 14 and 15 of the Fourth Office Action, the 

1 3 Examiner further asserted the following: 

14 In response to applicant's argument on page 17, Applicant stated that CHEN does not 

15 teach the limitation "a plurality of SLAs combined into a single, composite SLA,. ..said composite 

16 SLA having hierarchical organization based upon dependencies between said service offerings" is 

1 7 noted; However, this is not persuasive. It is noted that the CHEN discloses multiple levels of SLA 

18 as indicated above (argument 2). CHEN further discloses in par. 0056 " "Policy can be represented 

19 at different levels, ranging from high level quality of service goals to device specific configuration 

20 parameter" which indicates a single "hierarchical organization" structure . Further, the "hierarchical 

2 1 organization" is based on the three levels of policies that are depended on each other and derived 

22 from SLA (Chen, par. 0061 and 0063) 
23 

24 The Examiner's reliance upon paragraph [0056] to teach the claimed "hierarchical organization" 

25 is misplaced. Claim 1 refers to "said plurality of SLA data objects .... having hierarchical 



26 organization based upon dependencies between said service offerings." A policy specifying, 

27 e.g., "high level quality," medium level quality, and low level quality does not describe a 

28 plurality of SLAs having a hierarchical organization for several reasons: (i) a level of a policy is 

29 not an SLA; (ii) different levels of policy are not a hierarchical organization; and (iii) the 
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1 hierarchical organization is not based upon dependencies between the service offerings. 
2 

3 The Examiner's assertion that "the 'hierarchical organization' is based on the three levels 

4 of policies that are depended on each other and derived from SLA" is not factually correct. The 

5 Examiner has presented no evidence to support a finding that the alleged "three levels of 

6 policies" depend on each other. Moreover, the dependency being claimed is "dependencies 

7 between said service offerings" and not dependencies between "three levels of policies," as 

8 alleged by the Examiner. Thus, the Examiner has mischaracterized the scope and content of the 

9 applied prior art. 
10 

11 



12 Referring to the first full paragraph on page 15 of the Fourth Office Action, the Examiner 

13 further asserted the following: 

14 In response to applicant's argument on page 18, Applicant stated that CHEN does not 

1 5 teach the limitation "each of said plurality of SLAs corresponding to a specific one of said service 

16 offerings" is noted; however, this is not persuasive. It is noted that the term SLA is the 

1 7 abbreviation of "Service Level Agreement". As such, the plain meaning of the term "Service Level 

18 Agreement" is an Agreement of a Service Level. As such, the limitation of a Service Level or a 

19 service offering is already indicated within the claim 1 above {see par. 0017 wherein CHEN 

20 discloses "offer different classes of service" } . 
21 

22 The Examiner asserts that SLA necessarily refers to a service offering. Assuming, for sake of 

23 argument, that this is accurate, such a finding does not establish that Chen teaches "each of said 



24 plurality of SLAs [within the composite SLA] corresponding to a specific one of said service 

25 offerings." Even if Chen taught multiple SLAs, there is no requirement that the SLAs 

26 correspond to different service offerings. Instead, the multiple SLAs could all refer to the same 

27 service offering. Therefore, the Examiner cannot assert that Chen, either explicitly or inherently, 

28 teaches "each of said plurality of SLAs corresponding to a specific one of said service offerings." 
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1 

2 Moreover, as already noted above, the Examiner has not even identified within the 

3 teachings of Chen the claimed (i) plurality of service offerings or (ii) a plurality of SLA data 

4 objects within a composite SLA data structure. As such, the Examiner continues to 

5 mischaracterize the scope and content of Chen. 
6 

7 

8 Referring to the second full paragraph on page 1 5 of the Fourth Office Action, the 

9 Examiner further asserted the following: 

10 In response to applicant's argument on pages 18-19, Applicant stated that the Admitted 

1 1 Prior Art fails to teach the "service offerings have both internal use only service level objectives 

12 and external service level objectives" is noted. However, this is not persuasive. Applicant 

1 3 Admitted Prior Art (AAPA) on par. 0008 discloses internal SLO for view only of the service 

14 provider, and external SLO for view of both the service provider and the customer. Therefore, 

15 AAPA discloses the service level objective (SLO) with include the internal and external service 

16 level objectives. 
17 

1 8 The Examiner's reliance upon the Admitted Prior Art is misplaced, nowhere does the Admitted 

19 Prior Art teaches the "service offerings have both internal use only service level objectives and 

20 external service level objectives." The passage cited by the Examiner refers to how a service 

21 level objective can be defined/viewed: externally or internally. The fact that a service level 

22 objective can be defined/viewed externally or internally does not teach that a "plurality of service 

23 offerings having both internal use only service level objectives and external service level 

24 objectives," as claimed. The Examiner's cited passage refers to how an SLO can be defined and 

25 viewed, whereas the claimed limitations at issue refer to the composition of a plurality of service 

26 offerings. Thus, the Examiner has failed to properly characterize the scope and content of the 

27 Admitted Prior Art. 
28 
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1 



2 Referring to the paragraph spanning pages 15 and 16 of the Fourth Office Action, the 

3 Examiner further asserted the following: 

4 More over , it appears that a composite multi-tier service level agreement (SLA) stored 

5 within a computer hardware device" is considered as the type of information or data, wherein this 

6 composite multi-tier service level agreement information comprising the information of a services 

7 offerings with both internal and external service level objectives, hierarchical organization. These 

8 type of information of the service level agreement have been determined to be non- functional 

9 descriptive material (NFDM), thus having no patentable weight and does not need to be taught by 

10 the prior art. Nonfunctional descriptive material can not render nonobvious an invention that 

1 1 would have other wise been obvious. In re Gulack, 703 F. 2d 1381, 1385, 217 USPQ 401, 404 

12 (Fed. Cir. 1983) (when descriptive material is not functionally related to the substrate, the 

1 3 descriptive material will not distinguish the invention from the prior art in terms of patentability. 

14 See MPEP 2106.01. 
15 

16 This last set of assertions by the Examiner represents the Examiner last ditch effort to sustain the 

17 rejection by asserting that nearly all of the claimed limitations should be ignored (i.e., given no 

18 patentable weight). 



19 

20 Applicants already addressed similar arguments on pages 1 1 and 12 of the Third 

21 Response, a portion of those arguments (incorporated herein) are reproduced below. In re Ngai 1 

22 and the related case of In re Gulack " involved issues regarding printed matter. However, the 

23 claimed invention does not involve printed matter. Instead, the claimed multi-tier service level 

24 agreement is a type of data structure. Referring to page 5, lines 5-6 of Applicants' disclosure, it 

25 is stated that the "composite, multi-tier SLA can be exposed to a customer over a data 

26 communication network " (emphasis added). By definition, a data communication network 

27 communicates data over a network. Thus, what is received by the customer is a particular type 

28 of data structure. 
29 



1 367 F.3d 1336, 70 USPQ2d 1862 (Fed. Cir. 2004). 

2 703 F.2d 1381, 217 USPQ 401 (Fed. Cir. 1983). 
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1 Reference is made to the following discussion within In re Lowry 3 as to the differences 

2 between a data structure and printed matter: 

3 The printed matter cases "dealt with claims defining as the invention certain novel 

4 arrangements of printed lines or characters, useful and intelligible only to the 

5 human mind." In re Bernhart, 417 F.2d 1395, 1399, 163 USPQ 611, 615 (CCPA 

6 1969). The printed matter cases have no factual relevance where "the invention as 

7 defined by the claims requires that the information be processed not by the mind 

8 but by a machine, the computer." Id. (emphasis in original). Lowry' s data 

9 structures, which according to Lowry greatly facilitate data management by data 

10 processing systems, are processed by a machine. Indeed, they are not accessible 

1 1 other than through sophisticated software systems. The printed matter cases have 

12 no factual relevance here. 
13 

14 Thus, the Examiner's reliance upon In rc Gulack is misplaced. 
15 

16 Additionally, the Examiner's assertion that the claimed SLA is "non-functional 



17 descriptive material" reflects a gross misunderstanding by the Examiner as to what does (and 

18 does not) constitute non- functional descriptive material. By their very nature, an SLA is 

19 functional - the SLA is used, e.g., by a network operator, in the operation of the network. As 

20 discussed on page 7, lines 5-6 of Applicants' disclosure "[t]he separate SLAs can be enforced 

21 with respect to the management of the components by the appropriate managing entities." Via, 

22 e.g., the enforcement of the SLA, the SLA is functional. 
23 

24 

25 The Examiner's arguments in the Examiner's Answer 

3 32 F. 3d 1579, 1583, 32 USPQ 2nd 1031, 1034 (Fed. Cir. 1994). 

23 
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1 On page 1 8 of the Examiner Answer, the Examiner asserted that 

2 the motivation used is cited above which is it would have been obvious to one of ordinary skill in 

3 the art to modify the method of CHEN ET AL to include the different level of objectives (internal 

4 and external) as taught by AAPA for the benefits of providing a complete service offering of the 

5 service level agreement (SLA) which is provided to customer {AAPA, par. 0008} (emphasis in 

6 original) 
7 

8 The Examiner's alleged motivation improperly presumes that Chen does not provide a " complete 

9 service offering of the service level agreement." The Examiner has failed to provide any 

10 substantial evidence to support a finding that Chen is deficient in this regard. Without 

1 1 establishing that Chen suffers from a lack of a "complete service offering," the Examiner cannot 

12 assert that it would have been obvious to modify Chen in view the Admitted Prior Art to provide 

13 such a complete service offering. 
14 

15 On pages 18 of the Examiner's Answer, the Examiner presented arguments with regard to 



16 "service offerings." However, the Examiner's assertions reflects an incorrect view of how to 

17 perform a claim construction. The issue of claim construction is discussed in M.P.E.P. § 21 1 1, a 

1 8 portion of which is reproduced below: 



19 During patent examination, the pending claims must be "given their broadest reasonable 

20 interpretation consistent with the specification." In re Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d 

21 1664, 1667 (Fed. Cir. 2000) ... The broadest reasonable interpretation of the claims must also be 

22 consistent with the interpretation that those skilled in the art would reach. In re Cortright, 165 

23 F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir. 1999). 
24 



25 In analyzing the scope of the claim, office personal must rely on the appellant's disclosure to 

26 properly determine the meaning of the terms used in the claims. Markman v. Westview 

27 Instruments . 52 F3d 967, 980, 34 USPQ2d 132, 1330 (Fed. Cir. 1995). " [Interpreting what is 

28 meant by a word in a claim 'is not to be confused with adding an extraneous limitation appearing in 

29 the specification, which is improper'" (emphasis in original). In re Cruciferous Sprout Litigation , 

30 301 F.3d 1343, 1348, 64 USPQ2d 1202, 1205 (Fed. Cir. 2002) (citing Intervet America Inc. v. 



24 



Application No.: 10/677,876 

1 Kee-Vet Laboratories Inc. , 12 USPQ2d 1474, 1476 (Fed. Cir. 1989)). By ignoring Applicants' 

2 explicit definition of the term "service offerings" within Applicants' specification and relying 

3 upon a claim construction that is not consistent with Applicants' specification, the Examiner has 

4 committed legal error. 
5 

6 The Examiner's assertions in the paragraph spanning pages 18 and 19 of the Examiner's 

7 Answer is misplaced. The Examiner makes an unsubstantiated and unsupported leap between 

8 "Network Service Attributes/Classes" and the claimed service offerings. Neither an attribute nor 

9 a class corresponds to the claimed service offerings. Instead an attribute/class characterizes the 

10 network service. As previously noted, Chen discloses the same service, albeit with different 

1 1 classes, and not the claimed plurality of service offerings. 
12 

13 Turning to the Examiner's analysis in the last full paragraph on page 19, the Examiner's 

14 continued citation to Figures 5 A, 5B of Chen is misplaced. These figures do not disclose a 

15 plurality of SLAs data objects combined into a single, composite SLA data structure. Instead, 

16 these features describe the interactions between high-level policies 16 and device-independent 

17 policies 18. 
18 

19 Additionally, the Examiner's assertion that "this quality level of services indicates a 

20 "hierarchical organization" structure is taught by Chen" ignore the language of the claim which 

21 states that the hierarchical organization is "based upon dependencies between said service 

22 offerings." The Examiner asserted that "Network Service Attributes/Classes" correspond to the 

23 claimed service offerings. However, Chen is completely silent as to these "Network Service 
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1 Attributes/Classes" having dependencies and that these dependencies are the basis for the 

2 hierarchical organization. 
3 

4 As to the Examiner's arguments on page 20 of the Examiner's Answer, the Examiner is 

5 invited to read In re Lowry , which Applicants have already discussed during prosecution. For 

6 ease of reference, the claim at issue within In re Lowry is reproduced below: 

7 1 . A memory for storing data for access by an application program being executed 

8 on a data processing system, comprising: 

9 a data structure stored in said memory, said data structure including 

10 information resident in a database used by said application program and 

1 1 including: 

12 a plurality of attribute data objects stored in said memory, each of said 

13 attribute data objects containing different information from said database; 

14 a single holder attribute data object for each of said attribute data objects, 

15 each of said holder attribute data objects being one of said plurality of attribute 

16 data objects, a being-held relationship existing between each attribute data object 

17 and its holder attribute data object, and each of said attribute data objects having a 

18 being-held relationship with only a single other attribute data object, thereby 

19 establishing a hierarchy of said plurality of attribute data objects; 

20 a referent attribute data object for at least one of said attribute data objects, 

21 said referent attribute data object being nonhierarchically related to a holder 

22 attribute data object for the same at least one of said attribute data objects and also 

23 being one of said plurality of attribute data objects, attribute data objects for 

24 which there exist only holder attribute data objects being called element data 

25 objects, and attribute data objects for which there also exist referent attribute data 

26 objects being called relation data objects; and 

27 an apex data object stored in said memory and having no being-held 

28 relationship with any of said attribute data objects, however, at least one of said 

29 attribute data objects having a being-held relationship with said apex data object. 
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1 

2 In discussing the claims, the Federal Circuit stated the following: 

3 Nor are the data structures analogous to printed matter. Lowry's ADOs do 

4 not represent merely underlying data in a database. ADOs contain both 

5 information used by application programs and information regarding their 

6 physical interrelationships within a memory. Lowry's claims dictate how 

7 application programs manage information. Thus, Lowry's claims define 

8 functional characteristics of the memory. 
9 



10 As argued in the Appeal Brief, the claimed SLAs are functional data objects/structures that 

1 1 impart functionality to a computer. Thus, the Examiner's analysis is not applicable . 
12 

13 As to the Examiner's arguments in the paragraph spanning pages 20 and 21 of the 

14 Examiner's Answer, the Examiner is again asked to read the entire decision of In re Lowry . 4 

15 which makes it perfectly clear that "the [Patent Office] erroneously extended a printed matter 

16 rejection under sections 102 and 103 to a new field in this case, which involves information 

1 7 stored in a memory. " 
18 

19 In the first full paragraph on page 21 of the Examiner's Answer, the Examiner asserted 

20 "first of all, it's not clear what this phrase really means." If the Examiner is truly of the opinion 

21 that "it's not clear what this phrase really means," then why has the Examiner not rejected this 

22 particular claim language under the second paragraph of 35 U.S.C. § 1 12? 
23 



4 A copy of the full decision of In re Lowry can be found at http://digital-law-online.info/cases/32PQ2D1031.htm 
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1 The Examiner also asserted "there is no clear relationship between the two elements of 

2 claim 1 which is 'a plurality of service offerings' and 'a plurality of SLAV." Applicants 

3 respectfully disagree. As recited in claim 1, "each of said plurality of SLA data objects 

4 corresponding to a specific one of said service offerings." Thus, contrary to the Examiner's 

5 assertion, the relationship between the service offerings and the plurality of SLA data objects is 

6 perfectly clear . 
7 

8 Additionally, the Examiner's reliance upon the Admitted Prior Art is misplaced since the 

9 Examiner is relying upon Chen to teach these features. Additionally, the Admitted Prior Art, 

10 although discussing that an SLO can be defined internally or externally, does not teach the 

1 1 claimed plurality of service offerings having both internal use only service level objectives and 

12 external service level objectives. 
13 

14 With regard to the Examiner's analysis in the paragraph spanning pages 21 and 22 of the 

15 Examiner's Answer, the Examiner confuses reading limitations from the specification into the 

16 claims and properly interpreting claim language. The Examiner asserts that a SLA is non- 
17 functional descriptive material. However, the Examiner's own cited references show how SLAs 
18 are functional. 

19 

20 For the above-described reasons, the Examiner has failed to establish that the claimed 

21 invention, as recited in claims 1-3, would have been obvious within the meaning of 35 U.S.C. § 

22 1 03 . Applicants, therefore, respectfully solicit withdrawal of the imposed rejection of claims 1 -3 

23 under 35 U.S.C. § 103 for obviousness based upon Chen and the Admitted Prior Art. 
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1 

2 Claims 4-15 are Rejected Under 35 U.S.C. § 103 for Obviousness based upon 

3 Chen alone or in view of Wustenhoff 

4 On pages 1 1-16 of the Examiner's Answer, the Examiner asserted that one having 

5 ordinary skill in the art would have been realistically impelled to modify Chen alone or Chen in 

6 view of Wustenhoff to arrive at the invention corresponding to that claimed. This rejection is 

7 respectfully traversed. 
8 

9 Applicants incorporate herein, as also applying to claims 4 and 10, the arguments 

10 previously presented with regard to the Examiner's rejection of claim 1 based upon Chen. 

1 1 Specifically, the Examiner has failed to establish that Chen teaches a service offering, as that 

12 term is defined within Applicants' specification. Additionally, the Examiner has failed to 

13 establish that Chen teaches a composite SLA. Moreover, Chen fails to that the SLAs within the 

14 composite SLA are arranged by based dependencies between service offerings. Therefore, the 

15 Examiner has mischaracterized the scope and content of Chen as to many of the claimed 

16 limitations. 
17 

1 8 Therefore, the Examiner has failed to establish that claimed invention, as recited in 

19 claims 4-15, would have been obvious to one having ordinary skill in the art, within the meaning 

20 of 35 U.S.C. § 103, based upon Chen alone or a combination of Chen and Wustenhoff. 
21 
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Applicants have made every effort to present claims which distinguish over the prior art, 
and it is believed that all claims are in condition for allowance. However, Applicants invite the 
Examiner to call the undersigned if it is believed that a telephonic interview would expedite the 
prosecution of the application to an allowance. Accordingly, and in view of the foregoing 
remarks, Applicants hereby respectfully request reconsideration and prompt allowance of the 
pending claims. 



Although Applicants believe that all claims are in condition for allowance, the Examiner 

is directed to the following statement found in M.P.E.P. § 706(11): 

When an application discloses patentable subject matter and it is apparent from the 
claims and the applicant's arguments that the claims are intended to be directed to such patentable 
subject matter, but the claims in their present form cannot be allowed because of defects in form or 
omission of a limitation, the examiner should not stop with a bare objection or rejection of the 
claims. The examiner's action should be cunsunclive in nature and when possible should offer a 
de finite suggestion for correction, (emphasis added) 



To the extent necessary, a petition for an extension of time under 37 C.F.R. § 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 09-0461 , and please credit any excess fees to 
such deposit account. 



Date: May 18,2010 Respectfully submitted, 
/Scott D. Paul/ 



Scott D. Paul 
Registration No. 42,984 
Steven M. Greenberg 
Registration No. 44,725 
Phone: (561)922-3845 
CUSTOMER NUMBER 46320 
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